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DETAILED ACTION 

1. This communication is in response to amendment filed 11-28- 
03. 

Response to Amendment 

2. Claims 1, 5-12, 16-17, 19-26 and 36-45 have been amended 
per request. 

3. This office includes new grounds of rejections not 
necessitated by the applicant's amendment and therefore issued 
as a new non-final action. 

4. In view of the amendment, the objections of claims 1-17, 
19-27 and 36-45 have been withdrawn. Likewise, applicable 
rejections of claims also have been withdrawn. 

Terminal Disclaimer 

The terminal disclaimer filed on 11/6/03 disclaiming the 
terminal portion of any patent granted on this application which 
would extend beyond the expiration date of Patent No. 6,389,401 
has been reviewed and is accepted. The terminal disclaimer has 
been recorded. 
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Response to Arguments 

5. Applicant's arguments with respect to amended claims 1, 5- 
12, 16-17, 19-26, and 36-45 have been considered but are moot 
in view of the new ground (s) of rejection. 

Claim Rejections - 35 USC §101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 1-6, 11-17, 21-27, 37-45 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

As an initial matter, the United States Constitution under Art. I, §8, 
cl. 8 gave Congress the power to " [p] romote the progress of science and 
useful arts, by securing for limited times to authors and inventors the 
exclusive right to their respective writings and discoveries". In carrying 
out this power, Congress authorized under 35 U.S.C. §101 a grant of a patent 
to " [w] hoever invents or discovers any new and useful process, machine, 
manufacture, or composition or matter, or any new and useful improvement 
thereof." Therefore, a fundamental premise is that a patent is a statutorily 
created vehicle for Congress to confer an exclusive right to the inventors 
for "inventions" that promote the progress of "science and the useful arts". 
The phrase "technological arts" has been created and used by the courts to 
offer another view of the term "useful arts". See In re Musgrave, 167 USPQ 
(BNA) 280 (CCPA 1970) . Hence, the first test of whether an invention is 
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eligible for a patent is to determine if the invention is within the 
"technological arts". 

Further, despite the express language of §101, several judicially 
created exceptions have been established to exclude certain subject matter as 
being patentable subject matter covered by §101. These exceptions include 
"laws of nature", "natural phenomena", and "abstract ideas". See Diamond v. 
Diehr, 450, U.S. 175, 185, 209 USPQ (BNA) 1, 7 (1981). However, courts have 
found that even if an invention incorporates abstract ideas, such as 
mathematical algorithms, the invention may nevertheless be statutory subject 
matter if the invention as a whole produces a "useful, concrete and tangible 
result." See State Street Bank & Trust Co. v. Signature Financial Group, Inc. 
149 F.3d 1368, 1973, 47 USPQ2d (BNA) 1596 (Fed. Cir. 1998). 

This "two prong" test was evident when the Court of Customs and Patent 
Appeals (CCPA) decided an appeal from the Board of Patent Appeals and 
Interferences (BPAI) . See In re Toma, 197 USPQ (BNA)- 852 (CCPA 1978). In 
Toma, the court held that the recited mathematical algorithm did not render 
the claim as a whole non-statutory using the Freeman-Walter-Abele test as 
applied to Gottschalk v. Benson, 409 U.S. 63, 175 USPQ (BNA) 673 (1972). 
Additionally, the court decided separately on the issue of the "technological 
arts". The court developed a "technological arts" analysis: 

The "technological" or "useful" arts inquiry must focus on whether the 
claimed subject matter... is statutory, not on whether the product of the 
claimed subject matter... is statutory, not on whether the prior art which the 
claimed subject matter purports to replace... is statutory, and not on whether 
the claimed subject matter is presently perceived to be an improvement over 
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the prior art, e.g., whether it "enhances" the operation of a machine. In re 
Toma at 857. 

In Toma, the claimed invention was a computer program for translating a 
source human language (e.g., Russian) into a target human language (e.g., 
English) . The court found that the claimed computer implemented process was 
within the "technological art" because the claimed invention was an operation 
being performed by a computer within a computer. 

The decision in State Street Bank & Trust Co. v. Signature Financial 
Group, Inc. never addressed this prong of the test. In State Street Bank & 
Trust Co., the court found that the "mathematical exception" using the 
Freeman-Walter-Abele test has little, if any, application to determining the 
presence of statutory subject matter but rather, statutory subject matter 
should be based on whether the operation produces a "useful, concrete and 
tangible result". See State Street Bank & Trust Co. at 1374. Furthermore, 
the court found that there was no "business method exception" since the court 
decisions that purported to create such exceptions were based on novelty or 
lack of enablement issues and not on statutory grounds. Therefore, the court 
held that "[w] nether the patent 1 s claims are too broad to be patentable is 
not to be judged under °101, but rather under §§102, 103 and 112." See State 
Street Bank & Trust Co. at 1377. Both of these analysis goes towards whether 
the claimed invention is non-statutory because of the presence of an abstract 
idea. Indeed, State Street abolished the Freeman-Walter-Abele test used in 
Toma. However, State Street never addressed the second part of the analysis, 
i.e., the "technological arts" test established in Toma because the invention 
in State Street (i.e., a computerized system for determining the year-end 
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income, expense, and capital gain or loss for the portfolio) was already 
determined to be within the technological arts under the Toma test. This 
dichotomy has been recently acknowledged by the Board of Patent Appeals and 
Interferences (BPAI) in affirming a §101 rejection finding the claimed 
invention to be non-statutory. See Ex parte Bowman, 61 USPQ2d (BNA) 1669 
(BdPatApp&Int 2001) . 

In the present application, Claims 1-6, 11-17, 21-27, 37- 45 have no 
connection to the technological arts. As an example, none of the steps 
recited in claim 1 indicate any connection to a computer or technology. The 
step of identifying a consumer, promoting a first selected item, determining 
if the identified consumer has acknowledged the promoting, and prolonging the 
promoting could be performed manually without the use of a computer and/or 
computer network. The term "network" could also include sending the brand 
promotions through the US Postal network, using a courier service such as UPS 
to deliver the brand promotions through its network of carriers, etc.. 
Therefore, the claims are directed towards non-statutory subject matter. To 
overcome this rejection the Examiner recommends that Applicant amend the 
claims to better clarify which of the steps are being performed within the 
technological arts, such as incorporating a computerized process, a computer 
network or electronic network into the communicating steps etc. 

Note that the exemplary analysis of claim 1 also applicable to all 
aforementioned claims . 

8. Claim 6, 8, 9, 10, 17, 19, 20 and 36 rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out 
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and distinctly claim the subject matter which applicant regards as the 
invention . 

Claims 6 recites limitation ^posting a notice of said 
discount or special price ..on a network accessible from a 
kiosk..". Since information cannot be communicated via network 
with computer (or processor or like device) , posting a notice 
*on a network" (presumably electronic or communication network) 
is rendered indefinite. This deficiency is also present in 
claims 9, 10, 17, 19, and 20. 

Claim 8 recites limitation "said card loyalty card through 
said reader", however, claim 6 or claim 1 upon which claim 8 
depends, do not include these limitations. Claim 8 is 
interpreted to depend upon claim 5. 

Claim 36 recites limitations * recording a price paid for 
said first selected item by said consumer at a location" and 

* granting a rebate of the difference between said recorded 
price and said discount or special price at the next purchase of 
said first selected item by said consumer at said location" . 
However, these limitation do not have any relationship to the 
^withdrawing said discount or special price..", ^granting said 
discount upon purchase of said first selected item by said 
identified consumer.." and * holding said withdrawing in abeyance 
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upon an acknowledgement.." steps. It appears that the later 
steps could be performed without performing the former steps. 
Furthermore, the claims do not identify which if any steps may 
be not available due to the malfunction of the network. In view 
of this deficiency, it is asserted that the recording a price 
and granting a rebate amounts to a merchant offering a customer 
a refund for an excess amount charged for an item offered for a 
sale price after the customer shows a receipt of the excess 
charge . 

Claim 39: recites limitation *the system implementing claim 
1" which lacks antecedent because claim 1 is a method claim and 
no * system" is part of the method claim. This renders the claim 
indefinite . 

9. Claims 1-5, 9-17, 19-27 and 37-45 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over PR News wire article "Caldor Announces Agreement with 
New York State Attorney General", dated January 11, 1993 (hereafter "Caldor") 
and further in view of Abell (WO 98/38589) ("Abell") . 

As per claim 1 Caldor teaches a method of extending 
promotional discounts on items for sale to consumers, 
comprising : 

promoting a first selected item with a discount or special 
price wherein the discount or special price is granted upon 
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purchase of said first selected item by a consumer within a 
predetermined time period; 

(advertised item available at a sale price during a sale 
period to a customer) 

determining if said consumer has acknowledged said 
promoting within the predetermined time period; 

(the customer wishes to purchase the advertised item at a 
sale price visits the store in response to the advertised sale 
price, the determination whether a customer desires to purchase 
the sale priced item to the store clerk during the sale period 
is the acknowledgement of the advertisement) 

prolonging the promoting beyond the predetermined time 
period upon determining that said consumer has acknowledged said 
promoting within the predetermined time period; 

(the customer is entitled to a rain check to purchase the 
advertised item at the sale price for a time beyond the sale 
period) . 

The Caldor article fails to teach that the selected first 
item (i.e. the advertised item offered at a sale price) is 
promoted to a consumer who is identified by a unique identifier. 
However, Abell, in the same field of endeavor, teaches a method 
of extending promotional discounts to a targeted consumer 
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wherein a selected items are promoted to a consumer identified 
by a unique identifier (see abstract, anonymous identification, 
p. 13 and 14) . It would have been obvious to one of ordinary 
skill in the art to combine Abe 11 teaching to the Caldor method 
of offering promotional discounts such that the later is offered 
to the consumers identified by a unique identifier because this 
would facilitate targeting each consumer for a specific selected 
item offered for promotion thereby improving the likelihood that 
consumer would purchase the item. 

Claims 3 recited well known features of discounts or 
special prices are broadly covered under sale price. 

Claims 2, 4: Caldor fails to explicitly teach however, 
Official is notice is taken that offering a free sample and 
providing points that can be accumulated is old and well known 
business practice in product sales and marketing. It would have 
been obvious to one of ordinary skill in the art at the time of 
the claimed invention to use these features in the Caldor method 
because it would appeal a wider spectrum of consumers that it 
would provide promotions more suitable to consumers and/or 
products of different characteristics. 

Claim 5: Caldor fails to teach, however, it is asserted 
that offering promotions via a direct mail to a predetermined 
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consumers is old and well known practice. It would be a 
merchant's discretion when to commence the predetermined time 
period. 

Claims 9: Caldor fails to teach however, Abell teaches 
"posting a notice of discount or special price.. on a network 
accessible at allocation selling the item and the 
acknowledgement comprising scanning said first item at said 
location by a scanning device (p. 16, .. customer pointing the 
hand-held unit at an electronic shelf label 45. refer to Lines 
14-25) , 

It would have been obvious to one of ordinary skill in the 
art at the time of the invention to combine Abell with Caldor to 
incorporate promoting the discount or special price 
electronically and acknowledgement via the scanning device 
because this would provide convenience to the consumer for 
shopping while reducing the shopping time. 

Claims 10, 17, 19 and 20 are similarly analyzed as per 
claim 9 in view of Abell. 

Claims 11-12: identifying said consumer with a limited 
direct identification (Abell p. 13 L 33- p. 14 L 6, ^anonymous 
identification'' ) , refer to analysis of claim 1 for reasons for 
combination of Caldor and Abell. 
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Claims 13-17 have been analyzed as per claims 2-6 
respectively. 

Claim 21: promoting a second selected item with a discount 
. .to said identified consumer is interpreted as being inherent 
to Caldor in view of Abe 11 since a plurality of items may be 
offered at discount to the selected consumer. 

Claim 22: Once the consumer accepts the first offer to 
purchase the first item, the merchant sends another such offer 
to the consumer because the merchant recognizes that the 
consumer is more likely to purchase a second item based on the 
past purchase. This feature is inherent to Abell, which teaches 
a targeted promotional advertisement (see p. 15) . 

Claim 23-26: 'limited direct identif ication" and 'full 
direct identification" (refer to Abell p. 13 L 31- p. 14 L 6) . 

Claim 27: inherent of any purchase of item by a consumer. 

Claim 37-45: recites limitations, which are customarily 
practiced in promotions of goods and services. For example, 
claim 37 recites 'first selected item is associated with a 
plurality of discounts or special prices" . This amounts to the 
customer receiving a sale price item in combination with a 
manufactures coupon discount. Similarly, it is well known to 
offer discount to those customers who meet specific and 
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predefined criteria such as purchasing history or habits. The 
examiner asserts that such features are old and well known and 
takes official notice to that effect. All other claims are 
similarly analyzed. 

10. Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over PR Newswire article "Caldor Announces Agreement with New York State 
Attorney General", dated January 11 , 1993 (hereafter "Caldor") and further in 
view of Abell (WO 98/38589) ("Abell") and further in view of Scroggie. 

Claims 6-8: Caldor fails to disclose posting a notice of 
discount of the selected item on a network accessible from a 
kiosk at a location selling the item and acknowledgement 
comprises recording a visit. However, Scroggie, in the same 
field of endeavor, discloses a method of distributing discounts 
via a computer network to identified consumers wherein the 
discounts are accessible from a kiosk at store locations (see 
abstract and fig. 13, Summary of Invention and Background of 
Invention) . Scroggie also teaches application of a loyalty card 
and posting of a notice of discount for the selected item as 
claimed. 

It would have been obvious to one of ordinary skill in the 
art of promotion and marketing to implement the Kremer method of 
distributing promotions on the Internet using world wide web as 
disclosed by Scroggie because implementation of the method of 
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extending promotional discounts on the Internet (e-mail 
transmission, web-page, network accessible from a kiosk etc.) 
would provide customary benefits of wider reach of potential 
consumers, easy access of the promotion to the consumers and 
economy offered by electronic distribution of the promotions. 



The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Jagdish 
Patel whose telephone number is (703) 308-7837. The examiner 
can normally be reached Monday-Thursday from 8:00 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Vincent Millin, can be 
reached at (703) 308-1038. The fax number for Formal or Official 
faxes to Technology Center 3600 is (703) 305-7687. Draft faxes 
may be submitted directly to the examiner at (703) 746-5563. 

Any inquiry of a general nature or relating to the status 
of this application should be directed to the Group receptionist 
whose telephone number is (703) 308-1113 or 308-1114. Address 
for hand delivery is 2451 Crystal Drive, Crystal Park 5, 7 th 
Floor, n Alexanchria L VA 22202 . 



Conclusion 




(Examiner, AU 3624) 
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